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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )E] Responsive to communication(s) filed on 19 May 2003 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 46,48-58 and 63 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) £3 Claim(s) 46,48-58 and 63 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

aM AH b)D Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. ^ Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attach ment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). 



2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) O Other: 
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1 . The examiner has reviewed pending claims 46, 48-58, and 63; and as a result, the election 
of species requirement of February 13, 2001 is being held in abeyance until issues of 
indefiniteness, clarity, and support have been addressed. 

2. Claims 46, 48-58, and 63 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Firstly, as stated within MPEP 2173.02, the purpose of examining the claims under 35 
U.S.C. 112, second paragraph is to insure that the claims meet the threshold requirements of 
clarity and precision. As aforementioned, the examiner has reviewed all pending claims and 
finds that the claims, as drafted, are unclear and imprecise to the extent that the subject matter of 
the claims cannot reasonably be determined with the certainty required by the statute. 
Specifically, the claims refer to an expansive number of variables having such varying, extensive, 
and ambiguous definitions that the claims are convoluted to the extent that one cannot follow the 
subject matter of the claims with any degree of certainty or confidence. 

Secondly, with respect to the production of product (A), applicants claim that group (I) of 
compound (a) may be a secondary amine group and that compound (b) reacts with group (I) to 
form a secondary amine containing product. The language of the claims is confusing, because it 
is unclear how a secondary amine group is to be reacted to yield a secondary amine containing 
reactant. One would expect that the secondary amine group should be consumed by the claimed 
reaction. 
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Thirdly, it is noted that compound (b) of claim 46 is defined by a Markush group of four 
compounds; accordingly, compound (b) is effectively closed to the inclusion of species that do 
not satisfy the requirements of the Markush species; however, the dependent claims are drawn to 
species that are not encompassed by the Markush language of independent claim 46. 
Accordingly, the subject matter of the dependent claims fails to further limit claim 46. 
3. Claims 46, 48-50, and 63 are rejected under 35 U.S.C. 1 12, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to reasonably convey 
to one skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. Within claim 46, applicants have used the term, 
"acryloxysilane"; however, this term appears to lack clear definition within the specification. It 
cannot be determined exactly what compounds are encompassed by the language. 

Any inquiry concerning this communication should be directed to R. Sergent at telephone 
number (703) 308-2982. 



R. Sergent 
July 28, 2003 




